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IN THE DRAWINGS: 

The attached sheet of drawings includes changes to sheet 3. This sheet, which 
includes Fig. 3 and newly added Fig. 3A, replaces the original sheet including Fig.3. In 
Figure 3A, previously omitted element 130A has been added. No new matter is added. 



376888_1 



8 



PATENT 

Atty. Dkt. No. WEAT/0485 



REMARKS 

This is intended as a full and complete response to the Office Action dated May 
23, 2005, having a shortened statutory period for response set to expire on August 23, 
2005. Please reconsider the claims pending in the application for reasons discussed 
below. 

New Figure 3A has been added, in the Figure 3A, the previously omitted element 
numeral 1 30A has been added. 

Claims 1-24 and 28-48 remain pending in the application and are shown above. 
Claims 16, 25-37 and 43 have been cancelled by Applicants. Claims 1-24 and 38-48 
are rejected by the Examiner. Reconsideration of the rejected claims is requested for 
reasons presented below. 

Information Disclosure Statement 

The Examiner has indicated that the information disclosure statements filed 
February 13, 2004, February 20, 2004, March 11, 2005 and March 14, 2005 fail to 
comply with 37 CFR 1 .98(a)(3) because it fails to include a concise explanation of the 
relevance. 

Applicant has submitted a new amended Information Disclosure Statement with 
this Office Action. The new information disclosure statement is more concise than the 
original, in that it includes fewer references. However, Applicant submits that 37 CFR 
1 .98(a)(3) only requires a concise explanation of the relevance if the reference is not in 
English. Consideration of newly submitted information disclosure statements is 
requested. 

Specification 

Applicant has amended paragraph [0028] of the specification to include a 
reference number, 130A, and Figure number, 3A, for the piston and cylinder assembly 
in order to reflect amendments to the drawings. No new matter has been added. 
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Drawings 

The Examiner has objected to the drawings under 37 CFR 1 .83(a) as failing to 
show every feature of the invention specified in the claims, specifically, the "piston 
cylinder assembly" actuating first and second member to engage the tubular. Figure 3A 
has been added to schematically show a piston and cylinder assembly 130A. Further, 
in the specification paragraph [0028] has been amended to mention that reference 
number 130A is in reference to the piston and cylinder assembly on Figure 3A. No new 
matter has been added. 

Claims Rejections - 35 USC § 112 

Claims 39-41, 47 and 48 stand rejected under 35 U.S.C. 1 12, second paragraph, 
as being indefinite for failing to particularly point out and distinctly claim the subject 
matter which applicant regards as the invention. 

Applicant has amended these claims to correspond with the specification as 
originally filed. The amended claims provide for a first tubular handling member 
rotatable relative to the second tubular handling member which corresponds with the 
specification as originally filed. Thus Applicant requests removal of the rejection. 

Claims Rejections - 35 USC § 102 

Claims 1-4, 6-24 and 38-48 stand rejected under 35 U.S.C. 102(b) as being 
anticipated by Hauk (5,868,045). 

Regarding claims 1, 15, 38 and 42, the Examiner states that "Hauk discloses all 
of the limitations of claiml . . . wherein at least one of the jaws is actuatable to apply a 
force to the tubular. Applicant respectfully traverses this rejection. Hauk discloses an 
apparatus for making and breaking joints in drill pipe strings. Hauk discloses "the nut 50 
causes the jaws to open or close to the desired position relative to a particular diameter 
of tool joint." (Col. 3 In. 8-10). "On the hook end 47 of the hook 37, there is a rotatable 
die segment 81 (Fig. 4) which carries a replaceable, toothed, concave die 82 . . ." (Col 
6-7, In. 55-16). The hook end 47 moves relative to head 36, however die 87 is fixed in 
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head 36, and die 82 is only allowed to rotate relatively freely about the indicated vertical 
axis. . ." (Col. 6, In. 63-65). Thus Hauk does not teach, show or suggest the second 
gripping member including a second jaw, wherein at least one of the jaws has an 
actuator to move the jaw independent of the gripping member in order to apply a force 
to the tubular as disclosed in amended claim 1 and claims 2-14, and 47 which depend 
therefrom. Applicant submits that claims 1-14 and 47 are in condition for allowance. 
Further, neither die 82 nor 87, include an actuator. Therefore, Hauk does not teach, 
show or suggest the second gripping member having a second jaw, wherein at least 
one of the jaws has a second actuator to apply a force to the tubular as disclosed in 
amended claim 15 and claims 17-24 which depend therefrom. Applicant submits that 
claims 15, 17-24, and 48 are in condition for allowance. 

Further, Hauk does not teach, show or suggest the second gripping member 
including a second jaw, wherein at least one of the jaws has an actuator to move the 
jaw independent of the gripping member in order to apply a force to the tubular as 
disclosed in amended claim 38 and claims 39-41 which depend therefrom. Applicant 
submits that claims 38-41 are in condition for allowance. 

Further still, Hauk does not teach, show or suggest engaging the tubular between 
the first jaw and the second jaw; and actuating a second actuator coupled to second 
gripping member and_the second jaw to apply a gripping force to the tubular as 
disclosed in amended claim 42 and claims 43-46 which depend therefrom. Applicant 
submits that claims 38-41 are in condition for allowance. 

Regarding claim 10, the Examiner states "one of the first and second jaws 
include a spherical bearing (82)." Applicant respectfully traverses this rejection. Hauk 
discloses "a rotatable die segment 81 (Fig. 4) which carries a ... die 82 and which 
rotates in a bearing 83 . . .the described elements 81 , 82 and 84 rotate relatively freely 
about the indicated vertical axis . . ." (Col. 6, In. 55-64). The bearing in Hai/fc allow for 
rotation in only one axis, where a spherical bearing allows for rotation in more than one 
axis. Therefore Hauk does not teach, show or suggest at least one of the first and 
second jaws includes a spherical bearing as disclosed in claim 10. 
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Claims Rejections - 35 USC §103 

Claim 5 stands rejected under 35 U.S.C. 103(a) as being unpatentable over 
Hauk. As stated above, Applicant submits that amended claim 1 is in condition for 
allowance and thus claim 5 which depends therefrom is also in condition for allowance. 

Conclusion 

The secondary references made of record are noted. However, it is believed that 
the secondary references are no more pertinent to the Applicant's disclosure than the 
primary references cited in the office action. Therefore, Applicant believes that a 
detailed discussion of the secondary references is not necessary for a full and complete 
response to this office action. 

Having addressed all issues set out in the office action, Applicant respectfully 
submits that the claims are in condition for allowance and respectfully request that the 
claims be allowed. In conclusion, the references cited by the Examiner, alone or in 
combination, do not teach, show, or suggest the invention as claimed. 

Respectfully submitted, 

Li... ft. 

William B. Patterson 
Registration No. 34,102 
Moser, Patterson & Sheridan, L.L.P. 
3040 Post Oak Blvd. Suite 1500 
Houston, TX 77056 
Telephone: (713)623-4844 
Facsimile: (713)623-4846 
Attorney for Applicant 
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